United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/722.276 



I 1/25/20(0 



Lawrenee A. Denny 



30589 7590 06/2: 

DUNLAP CODDING, P.C. 
PO BOX 16370 

OKLAHOMA CITY, OK 731 13 



ULLAH MASUD, MOHAMMAD R 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/722,276 


Applicant(s) 

DENNY, LAWRENEE A. 


Examiner 

MOHAMMAD R. ULLAH MASUD 


Art Unit 

3687 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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DETAILED ACTION 



This Office action responds to the amendment and arguments filed by applicant on March 
16, 2009 in reply to the previous Office action on the merits, mailed September 16, 2008. 
Prosecution History Summary 

• Claims 1-24 are pending in the instant application. 

• Claims 1-3, 9-11, and 17 - 19 are "currently amended". 



Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign conntr\ , be lore the in\ enlion thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published tinder section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

2. Claims 1, 3-5, 8-9, 11-13, 16-17, 19-21, and 24, are rejected under 35 U.S.C. 102(b) as 
being anticipated by Garcia (US 6,088,429). 

With respect to claims 1, 9, and 17, Garcia discloses a similar method for verifying 



prescriptions, the method comprising the steps of: 
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receiving, via a host system communicating with the internet, a set of prescription 
information authorized by a health care provider from a computer system, the set of prescription 
information including a prescribed drug, and a dosage level for the prescribed drug, a unique 
health care provider code identifying the health care provider, and a patient code uniquely 
identifying the patient (see, for example, abstract, column 2 line 52-58; column 9 line 8-21 
Garcia discloses "The active profile can describe the patient's diagnosis and treatment plan, 
including all of the patient's active prescriptions " also in column 7 lines 13-17 Garcia discloses 
"The audio communication from the patient contains a unique identifier which can be used as a 
key to query the database 214 for a set of one or more prescriptions identified for the patient in 
the host system database 214 ); 

generating a unique identification code, via the host system, identifying the set of 
prescription information (see, for example, column 7 lines 13-17, column 13 lines 57 - 61); 

storing the prescription information including the unique identification code identifying 
the set of prescription information (see, for example, column 3 line 2-20, column 7 lines 13 - 17); 

transmitting set of prescription information and the unique identification code to the 
computer from which the set of prescription information was received (see, for example, column 
4 line 7-11; column 9 line 8-44); 

receiving, via the host system, the unique identification code from a computer system 
associated with a pharmacy (see, for example, column 4 line 7-11; column 9 line 8-44); and 

transmitting, via the host system, retrieval information identified by the unique 
identification code to the computer system associated with the pharmacy, the retrieval 
information including the unique health care provider code identifying the health care provider, 
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the patient code uniquely identifying the patient, and the prescription information identifying the 
prescripted drug and dosage level (see, for example, abstract, column 2 line 52-58; column 9 line 
8-21). 

With respect to claims 3, 11, and 19, Garcia discloses a similar method, wherein in the 
step of transmitting the set of prescription information and the unique identification code to the 
computer system from which the set of prescription information was received, a printed 
prescription is produced having the unique identification code (see, for example, column 9 line 
12-28, and column 10 line 55-63; column 13 line 1 1-15). 

With respect to claims 4, 12, and 20, Garcia discloses a similar method, further 
comprising the step of outputting a report to a computer associated with a user other than a 
health care provider or a pharmacy (see, for example, column 10 line 55-67). 

With respect to claims 5, 13, and 21, Garcia discloses a similar method, wherein the user 
is associated with a governmental entity (see, for example, column 4 line 7-22). 

With respect to claims 8, 16, and 24, Garcia discloses a similar method, further 
comprising the step of outputting a patient prescription history which includes previous patient 
prescriptions associated by at least one of a patient code, a health care provider code, and a 
pharmacy code (see, for example, column 9 line 12-28, and column 10 line 55-63; column 13 
line 11-15). 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 2, 7, 10, 15, 18, and 23, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Garcia as applied to claims 1, 9, and 17 above, and further in view of 
Kobylevsky et al. (US 2005/0060200) (Hereinafter referred to as Kobylevsky). 

Garcia discloses all the above mentioned limitations and also discloses the prescription 
identified by the set of prescription information has been filled by the computer system 
associated with the pharmacy (see, for example, column 7 lines 13-17), but does not explicitly 
disclose a method, further comprising the step of receiving, by the host system, a confirmation 
code, and wherein the report is summarized by the name of the prescribing health care provider. 

However, with respect to claims 2, 10, and 18, Kobylevsky discloses a similar method, 
further comprising the step of receiving, by the host system, a confirmation code (see, for 
example, paragraph [0103]). 

With respect to claims 7, 15, and 23, Kobylevsky discloses a similar method, wherein 
the report is summarized by the name of the prescribing health care provider (see, for example, 
paragraph [0161]). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to have modified the method of Garcia, in accordance with the teaching of 
Kobylevsky, in order to verify prescriptions, further comprising the step of receiving, by the host 
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system, a confirmation code, and wherein the report is summarized by the name of the 
prescribing health care provider, since so doing could be performed readily and easily by any 
person of ordinary skill in the art, with neither undue experimentation, nor risk of unexpected 
results. 

5. Claims 6, 14, and 22, are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Garcia as applied to claims 1, 4, 9, 12, 17, and 20 above, and further in view of Boyer et al. (US 
6,202,923). 

Garcia discloses all the above mentioned limitations, but does not explicitly disclose a 
method wherein the user is associated with an insurance company. 

However, Boyer et al. discloses a method, wherein the user is associated with an 
insurance company (see, for example, column 6 line 33-44). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to have modified the method of Garcia, in accordance with the teaching of Boyer et al. 
in order to, verify prescriptions, wherein the user is associated with an insurance company, since 
so doing could be performed readily and easily by any person of ordinary skill in the art, with 
neither undue experimentation, nor risk of unexpected results. 

Response to Arguments 

Applicant's arguments filed on March 16, 2009 have been fully considered but they are 
not persuasive. 

Applicant argues that Garcia does not teach the step of generating a unique identification 
code, via the host system. 
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Examiner notes that in column 13 lines 57-61 Garcia discloses "Patient privacy can be 
protected. According to one embodiment of the invention, the system provides an 
identification that only the patient or a family member would recognize as belonging to the 
patient (e.g., part of a social security number, birth date, or mother's maiden name)". 

Applicant also argues that Garcia's system only identifies the particular type of drug 
rather than a set of prescription information. 

Examiner notes that in column 7 lines 13-17 Garcia discloses "The audio 
communication from the patient contains a unique identifier which can be used as a key to query 
the database 214 for a set of one or more prescriptions identified for the patient in the host 
system database 214. 

In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988) and/« re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir.1992). 
In this case, any one with the knowledge of the restaurant business can be inclined to combine 
the components. McHale has combined many important aspects of the restaurant business for 
efficiency, profit and improved entertainment. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MOHAMMAD R. ULLAH MASUD whose telephone number is 
(571)270-5390. The examiner can normally be reached on MONDAY TO THURSDAY 9.00 
AM TO 5.30 PM (EASTERN TIME). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, MATTHEW S. GART can be reached on (571)272-3955. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/M. R. U/ /Elaine Gort/ 

Examiner, Art Unit 3687 Primary Examiner, Art Unit 3687 



